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Application No. 
09/4#*J1T (^odfldPf 



Examiner 

Steve Alvo 



Applicant(s) 

SELTZER ET AL. 



Art Unit 

1731 



Period for^RepI ° A ^ °* ^ communication a PP ears on the cover sheet with the correspondence address 

™ C H 25 IS^S STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

" aft^SI^^ In no event, however, may a reply be timely filed 

aner bix (6) MONTHS from the marling date of this communication ' y 

- Fail?™ v^n teS^ oSSn^ed ^ oerToXTn^wi ^ ^V"* "!? ^ S ' X (6) M ° NTHS fr0m the mailir * date 0f this communication. 

- Anv reolv r«SJpH h» h! Si ? ♦ £ ?! P V ' Y StatUte ' Cause the a PP ,ication to become ABANDONED (35 U.S.C. § 1 33) 

Status 

1)D Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) U10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 13 Claim(s) MO is/are rejected. 

7) D Claim(s) is/are objected to. 

8) K Claims jMO are subject to restriction and/or election requirement. 
Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are objected to by the Examiner. 

11) D The proposed drawing correction filed on is: a)D approved b)D disapproved. 

12) D The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0. 

a)QAII b)D Some*c)D None of: 

1-D Certified copies of the priority documents have been received. 
2.D Certified copies of the priority documents have been received in Application No 



3.Q Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7 2(a)) 
See the attached detailed Office action for a list of the certified copies not received. 

14)13 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
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1 7) Information Disclosure Statement(s) (PTO-1 449) Paper No(s) 2J . 20) □ Other: 
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Serial Number: 09/4 83^)17 • (#5$, p age 2 

Art Unit: 1731 

Claims 1-10 are generic to a plurality of disclosed patentably distinct species comprising 
species I to XVI and IA to XVIA (claim 1). Applicant is required under 35 U.S.C. 121 to elect a 
single disclosed species, even though this requirement is traversed. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 

examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 

i 

may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

During a telephone conversation with Applicant's attorney, Mr. Hall, on June 7, 2001 a 
provisional election was made with traverse to prosecute the species VIII, e.g. the species of 
Example 18 drawn to: ^HN'^'-Tetramethyl-N.N'-bis-tS^l-oxyl^^.e^-tetramethylpiperidin- 
4-yloxy)-propyl]-hexamethylenediammonium Dibromide. Affirmation of this election must be 
made by applicant in replying to this Office action. All the claims are generic to the species of 
claim 1. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless -- 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in 
this or a foreign country, before the invention thereof by the applicant for a patent. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



Claims 1-10 are rejected under 35 U.S.C 102((a) or (e)) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over WO 99/05108. 

See Page 55, Example (g) for (N ? N,N',N'-Tetramethyl-N,N'-bis-[3-(l-oxyl-2,2,6,6- 
tetramethylpiperidin-4-yloxy)-propyl]-hexamethylenediammonium Dibromide. This is the same 
compound as the elected species. See Example 1 and Abstract, for using 0.5 to 0. 1% of the 
elected species for preventing loss of brightness and for enhancing resistance to yellowing of a 
lignin containing pulp, e.g. chemimechanical and thermomechanical. See Abstract for adding UV 
absorbers and polymeric inhibitors and metal chelating agents as coadditives. Any difference 
would have been an obvious modification of WO 99/05108. 

When filing an "Official" FAX in Group 1730, please indicate in the Header (upper right) 
"Official" for papers that are to be entered into the file. The "Official" FAX phone numbers for 
this TC 1700 are: 

Non-Final Fax: (703) 872-9310 
After-Final FAX: (703) 872-931 1 
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When filing an "Unofficial" FAX in Group 1730, please indicate in the Header (upper 
right) "Unofficial" for Draft Documents and other Communications with the PTO that are not 
for entry into the file of the application. This will expedite processing of your papers. The 
"Unofficial" FAX phone number for this Art Unit (1731) is (703) 305-7115. 

Any inquiry concerning this communication or earlier communications from the primary 
examiner should be directed to Steve Alvo whose telephone number is (703) 308-2048. The 
Examiner can normally be reached on Monday - Friday from 6:00 AM - 2:30 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examinees supervisor, 
Mr. Stanley Silverman, can be reached on 703-308-3837. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0661. 

The Customer Services Center for Technology Center 1700 (703-306-5665) shall provide the 
following service assistance to external and internal customers in the areas listed below. 

Services provided: 

Patent Application Filing Receipts 
Missing References 

Information regarding When Action can be Expected 
Lost/Misplaced/Requested Application retrieval 
Retrieval from PTO Publication Branch 
Retrieval from non-Publication Branch 
Status Queries (written or oral) 
Paper Matching Queries 
Certificates of Correction. 
Printer Waiting 

The Customer Service Office, TC 1700, is located in CP3-8-D13, and is open to receive requests for 
service in person, by phone (703) 306-5665, or E-mail "Customer Service 1700" from 8:30 am-5:00 pm each 
business day. The Customer Services Center is part of the Special Programs Office of TC 1700 and will be 
staffed by the Technical Information Specialists who will serve as Customer Service Representatives (CSR): 
Carolyn E. Johnson, Marshall Gaddis, Bessie Bowie, Lucy Jones. 
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